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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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Art Unit: 3676 

DETAILED ACTION 

Claim Objections 

1 . Claims 1 9 and 20 are objected to because of the following informalities: claim 
19, line 1 , the term "an method" should be replaced with --a method-. Appropriate 
correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

3. Claims 1-9, 11-15, and 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US 6,935,423 or US 6,601,652. 

US 6,935,423 discloses, with respect to independent claims 1 and 1 1 , an 
apparatus for opening and closing a passage of a drill string, comprising: a concentric 
string of conduit for suspending a drill bit 32 and a motor 36, the concentric string of 
conduit defining an inner passage and an annular passage 86; an annular valve 
assembly 21 1 carried in the annular passage that is selectively actuated between open 
and closed positions for regulating fluid flow through the annular passage; and an inner 
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valve assembly carried in the inner passage that is selectively actuated between open 
and closed positions for regulating fluid flow through the inner passage. With respect to 
the depending claims listed above, the reference teaches the limitations as claimed, 
including annular valve passage, spring 188, and piston 184. With respect to claim 19, 
the reference discloses a method for opening and closing a passage of a drill string 
suspending a drill bit and a motor, comprising: providing a concentric string of conduit 
having an inner passage and an annular passage, and an annular valve carried in the 
annular passage; opening the annular valve by supplying fluid pressure in the annular 
passage above the annular valve; and closing the annular valve by discontinuing the 
supply of fluid pressure in the annular passage above the annular valve. 

US 6,601 ,652 discloses, with respect to independent claims 1 and 1 1 , an 
apparatus for opening and closing a passage of a drill string, comprising: a concentric 
string of conduit 201 for suspending a drill bit 130 and a motor 122, the concentric string 
of conduit defining an inner passage and an annular passage 21 6A, 21 6F; an annular 
valve assembly 220 carried in the annular passage that is selectively actuated between 
open and closed positions for regulating fluid flow through the annular passage; and an 
inner valve assembly carried in the inner passage that is selectively actuated between 
open and closed positions for regulating fluid flow through the inner passage. With 
respect to the depending claims listed above, the reference teaches the limitations as 
claimed, including annular valve passage, spring, and piston 224. With respect to claim 
19, the reference discloses a method for opening and closing a passage of a drill string 
suspending a drill bit and a motor, comprising: providing a concentric string of conduit 
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having an inner passage and an annular passage, and an annular valve carried in the 
annular passage; opening the annular valve by supplying fluid pressure in the annular 
passage above the annular valve; and closing the annular valve by discontinuing the 
supply of fluid pressure in the annular passage above the annular valve. 
4. Claims 1-9, 11-15, and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 4,462,472 or US 3,970,335. 

US 4,462,472 discloses, with respect to independent claims 1 and 1 1 , an 
apparatus for opening and closing a passage of a drill string, comprising: a concentric 
string of conduit 13, 28 for suspending a drill bit A and a motor M, the concentric string 
of conduit defining an inner passage 31 and an annular passage; an annular valve 
assembly 33 carried in the annular passage that is selectively actuated between open 
and closed positions for regulating fluid flow through the annular passage; and an inner 
valve assembly 35, 36, 38 carried in the inner passage that is selectively actuated 
between open and closed positions for regulating fluid flow through the inner passage. 
With respect to the depending claims listed above, the reference teaches the limitations 
as claimed, including annular valve passage, spring 43, and piston 69. With respect to 
claim 19, the reference discloses a method for opening and closing a passage of a drill 
string suspending a drill bit and a motor, comprising: providing a concentric string of 
conduit having an inner passage and an annular passage, and an annular valve carried 
in the annular passage; opening the annular valve by supplying fluid pressure in the 
annular passage above the annular valve; and closing the annular valve by 
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discontinuing the supply of fluid pressure in the annular passage above the annular 
valve. 

US 3,970,335 discloses, with respect to independent claims 1 and 1 1 , an 
apparatus for opening and closing a passage of a drill string, comprising: a concentric 
string of conduit P for suspending a drill bit B and a motor M, the concentric string of 
conduit defining an inner passage and an annular passage153, 155, 177; an annular 
valve assembly 100 carried in the annular passage that is selectively actuated between 
open and closed positions for regulating fluid flow through the annular passage; and an 
inner valve assembly 102, 190 carried in the inner passage that is selectively actuated 
between open and closed positions for regulating fluid flow through the inner passage. 
With respect to the depending claims listed above, the reference teaches the limitations 
as claimed, including annular valve passage, spring 175, and piston 120. With respect 
to claim 19, the reference discloses a method for opening and closing a passage of a 
drill string suspending a drill bit and a motor, comprising: providing a concentric string of 
conduit having an inner passage and an annular passage, and an annular valve carried 
in the annular passage; opening the annular valve by supplying fluid pressure in the 
annular passage above the annular valve; and closing the annular valve by 
discontinuing the supply of fluid pressure in the annular passage above the annular 
valve. 
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Allowable Subject Matter 

5. Claims 10, 16-18, and 20 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zakiya W. Bates (formerly Zakiya Walker) whose 
telephone number is (571 ) 272-7039. The examiner can normally be reached on 
Monday-Friday, 8:30 AM-5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on (571) 272-6843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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